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( 1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly 
affect or be directly affected by or have a bearing on the decision in the pending appeal 
is contained in the brief. 

(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that claims 1 , 3-22, 24-43, 45-63 do not 
stand or fall together and provides reasons as set forth in 37 CFR 1 .1 92(c)(7) and 
(c)(8). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(9) Prior Art of Record 

5,842,218 ROBINSON 11-1998 

5,956,71 5 GLASSER et al. 09-1 999 

6,198,480 B1 COTUGNO et al. 3-2001 



(10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 



Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1, 3-22, 24-43, 45-63 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Independent claims 1 , 
22, and 43 contain the limitation: "saving the filter and the specified selection 
criteria", which was not described in the specification. In the remark section of 
Appellant's Amendment dated October 21, 2003, page 17, Appellant relied on Fig. 17 
and page 14, lines 1 1-22 of the specification to support this limitation. However, Fig. 17 
shows an user interface for defining a filter but does not provide any mechanism to save 
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"the filter and the specified selection criteria" as claimed. The text portion at page 14, 
lines 1 1-22 recites: "The changes would have to be saved, for example, with the "save" 
action 1411, and the contents of the object which had been select 1607, may change as 
appropriate". However, this "save" action is for saving the tree objects (i.e., object 1607 
is "All JONES Tables", see Fig. 16), not the filter. Appellant Specification, page 14, lines 
1-4 also teaches: "Additionally, to save a new customized tree or changes to an 
existing customized tree, a user would select "Save" 1411 or "Save as" 1413 from the 
pull down menu, as illustrated in FIG. 14. The tree would then be saved as a file either 
on a user's workstation or on a server". Thus, the subject mater "saving the filter and the 
specified selection criteria" was not described in the specification. Claims 1, 3-22, 24- 
43, 45-63 are therefore rejected. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 3-22, 24-43, 45-63 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Robinson (US 5,842,218 A), hereinafter referred to as "Robinson", 
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and in view of Glasser et al. (US 5,956,715 A), and Cotugno et al. (US 6,198,480 B1), 
hereinafter referred as "Glasser" and "Cotugno", respectively. 

As per claim 1, Robinson teaches a method of creating a customize tree in a 
computer from a original tree comprising: 

• "Creating a filter in response to user input, wherein the filter specifies a 
selection criteria to select objects to be contained within a selected object on 
the customized tree" at Col. 3 line 60 to Col. 4 line 8 and Figs. 8 and 18B. 

• "selecting one or more objects on the original tree to be contained in the 
customized tree in response to user input by applying the filter, wherein the 
one or more objects are located in disparate places across different branches 
of the original tree" at Col. 3 lines 34-54 and Figs. 11-16; 

• "linking the selected objects from the disparate places to each other in the 
customized tree in a user-specified manner" at Col. 3 lines 34-54 and Figs. 
11-16. 

Robinson does not teach the step of: "saving the filter and the specified selection 
criteria". However, Cotugno teaches a similar method for defining a filter applied to a 
hierarchical tree structure including the step of: "saving the filter and the specified 
selection criteria" at Col. 47, lines 60-67. Thus, it would have been obvious to one of 
ordinary skill in the art at the time of the invention was make to combine Robinson and 
Cotugno's teaching so that the filter can be reused later. 

Robinson and Cotugno do not teach the step of: "defining security restriction for 
accessing the selected objects using the customized tree". However, Glasser teaches a 
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method of defining security restriction for a portion of a hierarchical tree structure (Col. 
2, lines 13-33 and Fig. 4) includes the step of: "defining security restriction for accessing 
the selected objects using the customized tree" at Col. 8, lines 10-40 and Figs. 5, 6B. 
Thus, it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify Robinson and Cotugno's method to include the step of 
"defining security restriction..." in order to allow user to change access permission to a 
portion of the tree structure; and, as indicated by Glasser, "provides a streamlined user 
interface that insulates the user from the complexities in making these change" and 
"perform access controls inheritance automatically. The user need not be concerned 
with distinctions between explicit and implicit access controls or the intricacies of the 
inheritance and propagation logic" (Col. 3 lines 15-20). 

As per claim 3, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "the step of applying the filter further 
comprises the step of selecting objects from multiple parent objects" at Col. 3 lines 34- 
54 and Figs. 11-16. 

As per claim 4, Robinson, Cotugno and Glasser teach the method of claim 3 as 
discussed above. Robinson also teaches: "the multiple parent objects are contained on 
multiple platforms" at Col. 5 lines 40-50. 

As per claim 5, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "if the objects to be selected by the filter 
change, the customized tree is automatically updated to reflect the changed objects" at 
Col. 9 lines 39-53. 
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As per claim 6, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "modifying the customized tree" at Col. 12 
lines 25-45. 

As per claim 7, Robinson, Cotugno and Glasser teach the method of claim 6 as 
discussed above. Robinson also teaches: "the step of modifying further comprises the 
step of adding an object to the customized tree" at Col. 12 lines 25-45. 

As per claim 8, Robinson, Cotugno and Glasser teach the method of claim 6 as 
discussed above. Robinson also teaches: "the step of modifying further comprises the 
step of removing an object of the customized tree" at Col. 12 lines 25-45. 

As per claim 9, Robinson, Cotugno and Glasser teach the method of claim 6 as 
discussed above. Robinson also teaches: "the step of modifying further comprises the 
step of copying an object into the customized tree" at Col. 12 lines 25-45. 

As per claim 10, Robinson, Cotugno and Glasser teach the method of claim 6 as 
discussed above. Robinson also teaches: "the step of modifying further comprises the 
step of copying an object from a first position in the customized tree to a second 
position in the customized tree" at Col. 12 lines 25-45. 

As per claim 11, Robinson, Cotugno and Glasser teach the method of claim 6 as 
discussed above. Robinson also teaches: "the step of modifying further comprises the 
step of removing the customized tree" at Col. 12 lines 35-45. 

As per claim 12, Robinson, Cotugno and Glasser teach the method of claim 6 as 
discussed above. Robinson also teaches: "the step of modifying further comprises the 
step of changing an object" at Col. 1 1 lines 23-49. 
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As per claim 13, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "using the customized tree to simultaneously 
perform an action on multiple objects contained in the customized tree" at Col. 12 lines 
34-46. 

As per claim 14, Robinson, Cotugno and Glasser teach the method of claim 6 as 
discussed above. Glasser also teaches: "restricting access to the customized tree" at 
Col. 8 lines 10-40. 

As per claim 15, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "enabling customization of labels for objects 
in the customized tree" at Figs. 1 1-22. 

As per claim 16, Robinson, Cotugno and Glasser teach the method of claim 15 as 
discussed above. Robinson also teaches: "each label distinguishes between different 
objects of a similar type" at Figs. 1 1-22 

As per claim 17, Robinson, Cotugno and Glasser teach the method of claim 15 as 
discussed above. Robinson also teaches: "each label is an indicator of a filter" at Col. 
10 lines 1-14. 

As per claim 18, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "providing graphical user interfaces for 
creating the customized tree and wherein the user input is received from one or more 
graphical user interfaces" at Col. 6 lines 30-40 and Figs. 1 1-22. 
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As per claim 19, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "the customized tree contains a subset of the 
objects of the original tree" at Figs. 13-16. 

As per claim 20, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "the objects of the customized tree are 
organized in a user-specified manner" at Col. 3 lines 35-55. 

As per claim 21, Robinson, Cotugno and Glasser teach the method of claim 1 as 
discussed above. Robinson also teaches: "creating multiple customized trees" at Fig. 
14. 

Claims 22, 24-43, 45-63 recite an apparatus and an article of manufacture having 
similar limitation as in claims 1- 21 . Therefore, claims 22, 24-43, 45-63 are rejected by 
the same rational. 

Allowable Subject Matter 
3. Claims 64-105 are allowed. 

(11) Response to Argument 

A. Response to the issue regarding the objection to Claims 1. 22, 24-43. and 
45-77. 

In view of the After Final Amendment filed January 30, 2004, in which the 
informalities have been corrected, the objection to claims 1 , 3-22, 24-43, 45-77 has 
been withdrawn. 
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B. Response to the issue regarding the U.S.C 1 12, 1 st paragraph rejection to 
claims 1. 3-22. 24-43, and 45-63. 

Appellant argued that the U.S.C 1 12, 1 st paragraph is improper because the 
specification of the present application provides support for the limitation "saving the 
filter and the specified selection criteria" at page 1 1 , lines 12-23, page 14 lines 1 1-22 
and Fig. 17. On the contrary, these cited text portions only describe the step of 
applying selection criteria to determine object to be contained in the customized tree, 
but do not describe the step of: "saving the filter and the specified selection criteria" as 
claimed. 

Webster's New World Dictionary of Computer Terms, 6 th edition, 1997, defines 
the term "Save" as: "To transfer data from the computer's random-access memory 
(RAM), where the data is vulnerable to erasure, to a storage medium such as a disk 
drive" (See attached pages from Webster's Dictionary). Appellant's usage of the terms 
"save" is also consistent with this definition in various portions of the specification such 
as: "a Save action that would save the customize tree object to a 
file" (Page 7, line 8, emphasis added), or "The tree would then be saved as 
a file either on a user's workstation or on a server" (Page 14, lines 
3-4, emphasis added). Therefore, a "save" action requires the data from the volatile 
memory (i.e., RAM) to be stored in a permanent storage device as a file. Saving data 
normally requires user inputting a file name and selecting a storage location to store the 
file so that the file can be retrieved later using the file name and its storage location. 
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The cited text portion in which Appellant relied on does not teach "saving the filter 
and the specified selection criteria" because the filter and the specified selection criteria 
are neither "transferred] to a storage medium" nor stored "as a file" in a storage 
medium. Appellant argued that the phrase "the window reflects the selections previously 
made" in the specification implies that the selection criteria were saved and stored. The 
examiner respectfully submits that this assumption is incorrect because when "the user 
clicks "OK" to lock in the values", the selection criteria are only retained in the 
computer's temporary memory (i.e., RAM), but not saved. In order to make these 
changes become permanent, Appellant's specification requires a further step, which 
save the contents of the object to reflect the changes: 

"The user makes changes desired and those changes take 
effect when the user clicks on the "OK" button 1721. The changes 
would have to be saved, for example, with the "Save" action 1311 
and the contents of the object which had been selected 1607, may- 
change as appropriate . " (Specification, page 14, lines 17-20). 

This "Save" action 131 1 , however, is applied to the "contents of the object" and 
"is irrelevant with respect to the filtering criteria", as stated by appellant at page 6 of the 
Appeal Brief, and therefore it does not provide support for the limitation "save the filter 
and the specified selection criteria" as claimed. 

Further, the claimed limitation requires both "the filter" and "the selection criteria" 
are saved. Appellant seemed to equate "Table Filter" and the filter criteria within the 
table filter with "the filter" and "the specified selection criteria" as in the claims. However, 
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the Table Filter" is never saved. The specification does not disclose that the "Table 
Filter" is "transferred] to a storage medium" nor "stored as a file" so that it could be later 
retrieved and applied to another tree to produce a new customized tree. 

In conclusion, the subject matter "saving the filter and the specified selection 
criteria" was not described in the specification in such a way as to reasonably convey to 
one skilled in the art that the inventor(s), at the time of the application was filed, had 
possession of the claimed invention. The 35 U.S.C 1 12, 1 st paragraph rejection to 
claims 1, 3-22, 24-43, 45-63 is proper and should be sustained. 

C. Response to the issue regarding Cotuqno Reference. 

As discussed in Section B above, the specification of the present application 
does not provide support for the limitation: "saving the filter and the specified selection 
criteria". Similarly, The provisional application contains similar disclosures, but in lesser 
detail, and does not describe the step of: "saving the filter and the specified selection 
criteria" as claimed. The cited text portions at page 8, lines 4-14 and page 10 lines 4-8 
do not describe that the filter and the specified selection criteria are "transferred to a 
storage medium" nor "stored as a file". Therefore, the present application does not 
qualify for the priority date of the Provisional Application, with respect to this limitation. 

The Cotugno reference is used only to reject the limitation: "save the filter and 
the specified selection criteria". The Cotugno reference is therefore a valid prior art 
because it was filed on January 29, 1999, before the filing date of the present 
application, February 11, 1999. The 35 U.S.C 103 rejection to claims 1, 3-22, 24-43, 45- 
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63 as being unpatentable over Robinson, in view of Glasser and Cotugno, at set forth in 
section 10, Grounds of rejection, above, is proper and should be sustained. 



D. Response to the issue regarding the 35 U.S.C. 103 rejection to claims 1. 3-4. 6- 
9. 11-16. 18-21. 22. 24-25. 27-30. 32-37. 39-42, 43. 45-46. 48-51. 53-58. and 60-63. 

Appellant argued that Robinson does not teach "filters that specify selection 
criteria for selecting objects". On the contrary, Robinson teaches this limitation at Fig. 
18B reproduced below: 
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In Fig. 18B, Robinson teaches the step of creating a filter in response to user 
input, wherein only the category selected by the user (i.e., "Boston, MA", "New York, 
NY", and "Washington, DC") are included in the customized tree (See Fig. 8 reproduced 
below) 



RECORD CATEGORIZATION LEVELS 
(Many Records) 




SELECTION CATEGORIZATION TABLE 
(Fewer Records) 



Market 
Boston, MA 
Los Angeles, CA 
New York City, NY 



126a 



E) Boston, MA 
□ New York City, NY 
0 local TV 

d 15 sec 

£±3 30 sec 

0 1 min 



Phoenix, AZ 
Pittsburg, PA 
Seattle, WA 




Women, 18-34 
Women, 35+ 
Hen 

Children 



Washington, DC 



Medium 



Cable TV 
Network TV 
Local TV 
Magazines 
Radio 



£±3 Sports Magazines 

£E3 Teen Magazines 

|5] Beauty/Fashion Magazines 



H Quarter page, B&W 
EH Quarter page, color 
B Full page, B&W 



□ 
□ 



Unit Size 
Demographics 



Women, 18-34 
Women, 35+ 



M Full page, color 
EU Washington, DC 



PIG, 8 



This step is similar to appellant's step described at Fig. 17, in which columns of 
the tables are selected to be included in the customized tree based on their values. 
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Appellant argued that Robinson "filter" is different from Appellant's filter because 
"Robinson places quotes around the term "filter" to indicate that the described steps 
merely act as a filter". The examiner respectfully submits that if something acts as a 
filter, then it is a filter. Robinson's "filter" also meets the requirement of the claimed 
languages because it "specifies a selection criteria to selected object to be contained 
within a selected object on the customized tree" as seen in Robinson's Figs. 8 and 18B 
above. 

Appellant argued that the cited portions of Robinson "refers not to the creation of 
an actual filter with selection criteria (as claimed), but merely selecting a subset of 
values for a categorization level to "filter" through many records potentially available" 
(Appeal Brief, page 12). On the contrary, Robinson's Fig. 18B provides a user interface 
to allow user to define a filter by choosing selection criteria, which is used "in making a 
database query" (Robinson, Col. 3 lines 67). Robinson's Fig. 8 shows the query 130 in 
place of a filter to filter the original tree on the left ("Many Records") to the customized 
tree on the right ("Fewer Records"). Therefore, Robinson actually uses the selection 
criteria to create the filter (i.e., query 130), which is used to filter the tree as seen in Fig. 
8 above. 

Appellant argued that Robinson "fails to provide for saving such a filter". 
However, the Examiner relied on Cotugno for teaching of this limitation instead of 
Robinson. 

In response to appellant's argument that there is no suggestion to combine the 
Robinson and Cotugno references, the examiner recognizes that obviousness can only 
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be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
saving data is the foundation of computer art. Adding the saving step to any data 
structure is an obvious modification to store that data permanently so that it could be 
retrieved and reused later. Examiner disagrees with Appellant's statement that Cotugno 
does not provide any customized tree structure. Similar to Robinson's teaching, 
Cotugno teaches the step of creating a filter to be applied on a tree in order to "sort any 
tagname list and display only the tagname that meet the criteria you specify" (Cotugno, 
Col. 47 lines 60-65). Cotugno therefore also teaches creating a customized tree from an 
original tree by applying a filter. Cotugno also suggests " save each filter instance and 
reuse it at any time" at Col. 47, line 67. 

In conclusion, Robinson and Cotugno both teach the step of creating a 
customized tree from an original tree by applying a filter. Cotugno furthers teaches the 
step of "saving the filter" and provide motivation to do so (i.e., "reuse it at any time"). 
Thus, it would have been obvious to one of ordinary skill in the art to modify Robinson's 
teaching to include the step: "saving the filter and the specified selection criteria" as 
suggested by Cotugno. 

Appellant also argued that "Cotugno clearly fails to teach numerous steps of the 
invention as claimed", without specifically pointing out how the language of the claims 
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patentably distinguishes them from the references. The examiner respectfully submits 
that Cotugno reference is used only to reject the limitation "saving the filter and the 
specified selection criteria" as discussed above. All other limitations of the claims are 
rejected based on Robinson and Glasser. 

In view of the arguments above, the 35 U.S.C. 103(a) rejection to claims 1, 3-4, 
6-9, 11-16, 18-21, 22, 24-25, 27-30, 32-37, 39-42, 43, 45-46, 48-51, 53-58, and 60-63 
should be sustained. 

E. Response to the issue regarding the 35 U.S.C 103(a) rejection to claims 5, 
26. and 47. 

Appellant argued that Robinson does not teach the limitation: "if the objects to be 
selected by the filter change, the customized tree is automatically updated to reflect the 
changed objects". On the contrary, as seen in Fig. 8 above, Robinson teaches the 
customized tree (i.e., "selection categorization table") contained objects selected by the 
filter (i.e., "query" 130). Robinson also teaches the step of updating the customized tree 
(i.e., categorization table) if the index values is not duplicate information (.ie., " when 
values for the table vector is not equal to the value for the terrace vector.") . Fig. 6 
shows the steps for updating the customized tree, which include a loop from step 1 12 to 
122 indicate that theses steps are performed automatically and continuously. Any 
change to the object is compared and the tree will be updated to reflect the change 
immediately. 
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In view of the argument above, the 35 U.S.C 103 rejection to claims 5, 26 and 47 
should be sustained. 

F. Response to the issue regarding the 35 U.S.C 103(a) rejection to claims 10, 
31. and 52. 

Appellant argued that Robinson does not teach the step of: "copying an object 
from a first position in the customized tree to a second position in the customized tree". 
On the contrary, Robinson teaches at Col. 12, lines 25-45 that "the selection 
categorization table is displayed and may be manipulated through the user interface by 
a user..." A sample user interface is shown at Figs. 20-21 , where the user can select an 
object and move or copy it to another position with in the tree. For example, object with 
the label "W25-54" in Fig. 20 has been moved to a second position as seen in Fig. 21; 
and the object labeled "Early News Spot" in Fig. 20 has been copy to a second position 
as seen in Fig. 22. 

In view of the argument above, the 35 U.S.C 103 rejection to claims 10, 31 and 
52 should be sustained. 

G. Response to the issue regarding the 35 U.S.C 103(a) rejection to claims 17, 
38 and 59. 

Appellant argued that Robinson does not teach: "each label is an indicator of a 
filter". On the contrary, as seen at Fig. 7, Robinson uses a label for each object of the 
tree that, each label is "associated with a price and rating table data record that may be 
found in a database. Such information is attained upon designating the data base by 
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doing a query on predefined keys". Therefore, in Fig. 7, each label (e.g., Medium, 
Market, Unit Size, Demographic) is an indicator of a filter because it contains only 
selected information from the database which associated with that label. For example, 
the label "Medium" is an indicator of a filter to select only information from the database 
associated with the "Medium" such as "Cable TV, Network TV, Local TV, Magazines, 
Radio" as seen in Fig. 8. 

In view of the argument above, the 35 U.S.C 103 rejection to claims 17, 38 and 
59 should be sustained. 



For the above reasons, it is believed that the rejections should be sustained. 
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Khanh B. Pham 
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